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rig Examln?^ 35 USC a uction 113 Objection; 

Applicants have reviewed the Office Action of August 26. 2003 wherein 
the Examiner rejects pending Cairns 1-16 under 35 USC section 112 and as 
allegedly obvious over EP 424,705 further in view of Brindoepke et al, ( 613) and 
CA 2,269,412. Applicants respectfully traverse these rejections for the reasons 
presented below. 

With regard to the section 112 objections, although the Applets have 
amended claim 1 to remove a gramma<.ca, syntax enor, the Examined 
commentolnitemaottheOfflceAotionindicatethatmesoopeofcla.m 1 asfiled 

Is understood. j.„w-,« 
With respect to claims 13 and 14. the amendments more clearly port out 
that the weight percent is calculated on the polyurethane. and not on the 
ZLn as set form in the spedflcation a. page 3, ». 1 1 - 12 o, the appl.cet.on 
(forclaim13)andonpage2,ll.17-22(forclaim14). 

As to the Examiner's rejection of the expression "on sol,d ,n cla.m 6 as 
undear, the Applicant, respectfully disagree. "On solid- Is a common term in the 
technical field of coatings. One skilled In the art would know that this express™ 
i, commonly used to indicate that a parameter is to be calculated on the non- 
volatile content of a composKion or component, i.e. *e compose or 
component without any volatile solvents or diluting agents. 

,n claim 6. me expression "obtainable by" has been gramma,cally 
amended to -obtained by-. Since Cairn 6 reia.es to a wate*orn. oo*no 
compose comprising a polythene dispersion, Applets ma,nto Jhat *. 
clear that water is the medium in which the dispersing is to occur. Therefore, the 
language "dispersing groups" does not render the daim Indefinite. 

Since the hydroxy! groups In dalms 7 aro IHustra«ve and no. „m*ng. they 
have been removed from claim 7 and placed in new claim 17. 
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Within claims 7 and 8. the recited components are present in addition to 
the (meth)acryloyl-functional polyurethane of claim 1 and claim 7 has been 
grammatically amended to reflect that the components are additional. Support is 
found in the specification, in particular p. 16, II. 6-12. 

A skilled person knows which groups are suitable as the isocyanate- 
mactive groups recited in claim 8. Further, when reading claim 8 in the light of 
the description of the application, in particular p. 16, II. 6-12. the scope of this 
claim is clear. 

Claim Q has been amended to clean up clerical errors in the typing of the 

claim. 

With respect to claims 11 and 12, Applicants traverse the Examiner's 
statement that these claims are unclear. A skilled person knows how to remove 
the aqueous carrier of a water borne coating composition after application. For 
example, it is clear that the aqueous carrier can either be allowed, i.e. without 
further intervention, to be removed, e.g. by evaporation. Alternatively, the 
aqueous carrier may be caused to be removed, i.e. with intervention, for example 
by additional process steps to accelerate the evaporation of water, such as 
heating or forced ventilation. A skilled person is aware of these possibilities to 
remove the aqueous carrier of an applied coating. 

Tfr» Examiner^ as use Sec*"^ toa Objections 

The Examiner also alleges that pending claims 1-16 are obvious over EP 
424 705 further in view of Brindoepke et al, (-613) and CA 2.269,412. Applicants 
respectfully traverse these rejections. The Examiner erroneously finds that EP 
424 705-A discloses aqueous coating compositions comprising (meth)acry1oyl- 
functlonal polyurethanes. Contrary to the Examiners statements, EP 0 424 705-A 
discloses water dispersible polyurethane/acrylic graft copolymers (abstract). The 
alkyrlene oxide content of the final graft copolymers is between 5 and 25 weight- 
% (p 5, II. 14 - 17). However, the (meth)acryloyl functionality originally present in 
the polyurethane is depleted in the grafting and radical polymerization reaction 
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(p 6 II 13 - 18)- ^"se°uentlv. the polyurethane/acrylic graft polymers 
obtained djopt comprise any (meth)acryloyl functionality. The reference only 
discloses coating compositions comprising these polyurethane/acrylic graft 
polymers. Therefore, in contrast to what the Examiner has alleged, this reference 
does not disclose or suggest aqueous coating compositions comprising 
(meth)acryloyl-functional polyurethanes. 

in the absence of curable (meth)acrytoyl-functional groups, EP 0 424 705- 
A provides no suggestion or motivation to include photoinitiators in the coating 
compositions described therein. Even if. for the sake of argument, one were to 
contemplate adding a photoinitiator such as known from US 5.391.613 or CA 
2 269,412, to the coating compositions of EP 0 424 705-A, still one would not 
arrive at the subject-matter of current claim 1. The coating compositions thus 
obtained would not comprise (meth)acryloyl-functional groups and therefore they 
would not be photoactivatable. 

Therefore, claim 1 as well as dependent claims 2 - 10 and the method 
claims 11-16 relating to methods of coating a substrate with the compositions 
of claims 1 to 10 are not obvious over EP 0 424 705-A in view of US 5,391 ,613 or 
CA 2,269,412. 
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CONCLUSION 

As set forth above, the Applicants have addressed the Examiner's 112 
objections. The Applicants have also demonstrated that the combination of EP 0 
424 705-A in view of US 5,391,613 or CA 2,269,412 neither discloses nor 
suggests the present invention, nor is there a motivation to combine these 
references with respect to the present invention. 

Based on at least the application, and the amendments and remarks 
herein, Applicants maintain it is not obvious in view of the cited prior art 
documents, either alone or in combination, to come up with the coating 
composition according to the present invention. 

Applicants request withdrawal of the objections and believe the present 
application to be In condition for allowance, which action is respectfully 
requested. 



Akzo Nobel Inc. 

Intellectual Property Department 
7 Livingstone Avenue 
Dobbs Ferry, NY 10522-3408 
Tel No.: (91 4) 674-5463 
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